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[bookmark: heading-nodeId--245097714]OPPOSITION No B 3 159 067

Giorgio Armani S.p.A., Via Borgonuovo, 11, 20121 Milano, Italy (opponent), represented by Ing. C. Corradini & C. S.R.L., Piazza Luigi di Savoia, 24, 20124 Milano, Italy (professional representative)

a g a i n s t

Marta Biswas, Arabian Ranches Mirador La Coleccion Avenue Street Villa 73, Dubai, United Arab Emirates (applicant), represented by Monika Matyjasik-Staszewska, Ul. Dorodna 33, 03‑195 Warszawa, Poland (professional representative).

On 10/03/2023, the Opposition Division takes the following


DECISION:
[bookmark: chk-paragraph-2-1_nodeId--1267695376]
1.	Opposition No B 3 159 067 is upheld for all the contested goods.

[bookmark: chk-paragraph-2-1-1_nodeId--553874705]2.	European Union trade mark application No 18 507 948 is rejected in its entirety.

[bookmark: chk-paragraph-2-1-1-1_nodeId-794311471]3.	The applicant bears the costs, fixed at EUR 620.


[bookmark: chk-paragraph-3_nodeId-1085394009]REASONS

On 25/11/2021, the opponent filed an opposition against all the goods of European Union trade mark application No 18 507 948 [image: ] (figurative mark). The opposition is based on European Union trade mark registration No 15 743 891 [image: ] (figurative mark). The opponent invoked Article 8(1)(b) and Article 8(5) EUTMR.

[bookmark: chk-paragraph-10_nodeId--1736014671]
REPUTATION – ARTICLE 8(5) EUTMR

In relation to Article 8(5) EUTMR, the opponent invoked earlier European Union trade mark registration No 15 743 891.

According to Article 8(5) EUTMR, upon opposition by the proprietor of a registered earlier trade mark within the meaning of Article 8(2) EUTMR, the contested trade mark will not be registered where it is identical with, or similar to, an earlier trade mark, irrespective of whether the goods or services for which it is applied are identical with, similar to or not similar to those for which the earlier trade mark is registered, where, in the case of an earlier European Union trade mark, the trade mark has a reputation in the Union or, in the case of an earlier national trade mark, the trade mark has a reputation in the Member State concerned and where the use without due cause of the contested trade mark would take unfair advantage of, or be detrimental to, the distinctive character or the repute of the earlier trade mark.

[bookmark: chk-paragraph-10-3_nodeId-1007701332]Therefore, the grounds for refusal of Article 8(5) EUTMR are only applicable when the following conditions are met.

	The signs must be either identical or similar.

	The opponent’s trade mark must have a reputation. The reputation must also be prior to the filing of the contested trade mark; it must exist in the territory concerned and for the goods and/or services on which the opposition is based.

	Risk of injury: use of the contested trade mark would take unfair advantage of, or be detrimental to, the distinctive character or repute of the earlier trade mark.

The abovementioned requirements are cumulative and, therefore, the absence of any one of them will lead to the rejection of the opposition under Article 8(5) EUTMR (16/12/2010, T‑345/08 & T‑357/08, Botolist / Botocyl, EU:T:2010:529, § 41). However, the fulfilment of all the abovementioned conditions may not be sufficient. The opposition may still fail if the applicant establishes due cause for the use of the contested trade mark.

[bookmark: chk-paragraph-10-3-1-1_nodeId-1491839948]In the present case, the applicant did not claim to have due cause for using the contested mark. Although on 23/06/2022, the applicant submitted some arguments in Polish, they are not taken into account as they were not translated into the language of the proceedings, in accordance with Article 146(9) EUTMR. Therefore, in the absence of any indications to the contrary, it must be assumed that no due cause exists.


[bookmark: chk-paragraph-10-3-2_nodeId-467146027]a)	Reputation of the earlier trade mark

[bookmark: chk-paragraph-10-3-2-2_nodeId-1815332203]Reputation implies a knowledge threshold that is reached only when the earlier mark is known by a significant part of the relevant public for the goods or services it covers. The relevant public is, depending on the goods or services marketed, either the public at large or a more specialised public.

In the present case, the contested trade mark was filed on 16/08/2021. Therefore, the opponent was required to prove that the trade mark on which the opposition is based had acquired a reputation prior to that date. The evidence must also show that the reputation was acquired for the goods for which the opponent has claimed reputation, namely:

Class 25:	Coats; jackets; trousers; skirts; tops; raincoats; overcoats; belts; braces for clothing; suits; stuff jackets; jumpers; jeans; dresses; cloaks; parkas; shirts; T-shirts; sweaters; underwear; baby-dolls being nightwear; bathrobes; bathing costumes; négligée; swim suits; dressing gowns; shawls; neckerchiefs; scarves; ties; neckties; sweat shirts; under shirts; polo shirts; body suits; shorts; combinations [clothing]; wedding dresses; stockings; socks; shoes; slippers; overshoes; galoshes; wooden clog; soles for footwear; footwear upper; boots; ski boots; snow boots; half boots; esparto shoes or sandals; sandals; bath sandals; gloves; mittens; hats and caps; visors (headwear).

The opposition is directed against the following goods:

[bookmark: _Hlk128663206]Class 25:	Parts of clothing, footwear and headgear; hats; shoes; clothing.

In order to determine the mark’s level of reputation, all the relevant facts of the case must be taken into consideration, including, in particular, the market share held by the trade mark, the intensity, geographical extent and duration of its use, and the size of the investment made by the undertaking in promoting it.

The opponent submitted evidence to support this claim. The opponent indicated that its submissions of 13/05/2022 were ‘Confidential’, thus expressing a special interest in keeping these documents confidential vis-à-vis third parties. However, under Article 114(4) EUTMR, any special interest must be sufficiently justified. In the present case, the opponent did not sufficiently justify or explain its special interest. Therefore, the Opposition Division does not consider those submissions as confidential. Nevertheless, the Opposition Division will only describe the evidence in general terms, without disclosing any potentially sensitive commercial information. The evidence consists, in particular, of the following documents.

	Annexes 1 to 5: annual reports of the Giorgio Armani Group from 2016 to 2020, with the related reports of the independent auditors, KPMG S.p.A. The consolidated revenues of the company and the net profit show very significant figures. The directly managed stores amounted to 568 in 2016 and 623 in 2020 and were located in Australia, Brazil, China, Japan, North America and Western Europe.

	Annexes 6 to 7: two catalogues with the heading ‘THE ARMANI GROUP AND SUSTAINABILITY’ from 2018 and 2019, respectively, which are catalogues relative to GIORGIO ARMANI S.p.A. The catalogues indicate that the sign [image: ] is among the brands of the group. It has 103 stores, six production sites (Italy) and 11 corporate offices in Europe and around 4 000 employees in Europe (over 3 000 in Italy). The catalogues show the sign [image: ] on a jumper, the signs [image: ] and [image: ] on shoes and the sign [image: ] on a sports T-shirt, official equipment of the Olimpia Milano professional basketball team.

	Annexes 8 to 10: three reports named ‘Global Powers of luxury goods’ issued by DELOITTE, related to 2018, 2019 and 2020. The reports examine and list the 100 largest luxury goods companies globally, based on the consolidated sales of luxury goods in the financial years of 2016, 2017 and 2018 respectively. The luxury brands associated to Giorgio Armani S.p.A, namely Giorgio Armani, Emporio Armani, Armani, A|X Armani Exchange, are in 24th position in 2018 and in 26th position in 2019 and 2020.

	Annexes 12 to 16: numerous extracts from the magazines L’Officiel, Elle and Harper’s Bazaar in, inter alia, French, German, Italian and Spanish, dated 2016, 2017 and 2018. They show advertisements for clothing, handbags, shoes and glasses displaying signs such as [image: ] and [image: ]. Moreover, some of the goods include signs such as [image: ], [image: ] and [image: ] on clothing and handbags and [image: ] and [image: ] on watches and glasses.

	Annex 19: Order no. 13241/2021 R.G. dated 2021, rejecting the pre-trial motion inaudita altera parte, in which the Court of Milan recognised the massive celebrity (and not mere reputation) of all the marks of GIORGIO ARMANI S.p.A.

	Annex 20: Global RepTrak 100 sector studies dated 2016, 2017, 2018, 2019 and 2020. The studies rank the top 100 most renowned companies and assess seven different areas namely, products and services, innovation, work environment, governance, social responsibility and environmental, leadership and performance to rank their brands. Giorgio Armani S.p.A. ranked among the 100 companies with the best reputation with the following positions: 32nd in 2016, 28th in 2017, 22nd in 2018 and 24th in 2019.

Extracts from the websites http://www.adcgroup.it and https://www.marketingjournal.it with information about the BrandZTM TOP 30 most valuable Italian Brands dated 2018 and 2019, ranked by WPP and Kantar Millward Brown. These classifications show the brand Armani in 10th position and GIORGIO ARMANI S.P.A. among the three most valuable companies in the fashion industry in Italy, alongside Gucci and Prada.

	Annex 21: brand awareness & logo-brand linkage report dated 2019, developed by People of a market survey in Italy about the recognition of, inter alia, the signs [image: ]. The market research sample included 2 000 people (1 000 evaluating the Armani logo with initials and 1 000 evaluating the version without initials). Aged between 25 and 70, and was carried out between 22/03/2019 and 01/04/2019. The survey was conducted to gain knowledge of the recognisability of logos (logo awareness and origin/brand association) and brand awareness & category association (brand awareness, brand/category association and classification into the categories luxury-fashion-casual). The survey’s questions were the following.

o	1. Have you already seen this logo before now? (Yes/No);
o	2. Which brand do you think it represents? (spontaneous);
o	5. Which of these brands do you know, even only by name? (prompted; possible multiple answer);
o	6. What sort of products/services does it offer…? (prompted; possible multiple answer); and
o	7. Now, thinking in detail…For each type of product shown, what sort of products do you think this brand offers? You can say just one type or more than one.

Regarding the recognition of logos, the survey revealed that these logos are known by 81 % of respondents. Furthermore, the logo [image: ] is associated with the mark ARMANI by 71 % of respondents. The mark ARMANI is known by 92 % of respondents and among these, 94 % associate it with the clothing sector, 69 % associate it with bags and shoes, and 68 % with watches, glasses, jewellery, cosmetics and perfumes. The brand is associated with the category of luxury by between 78 % and 66 % of respondents.

	Annex 22: an image from 1997 of the sign [image: ] exhibited at Milan Airport.

	Annex 23: decision of the First Board of Appeal (10/02/2021, R 182/2020‑1, A AMST (fig.) / DEVICE OF A STYLISED LETTER V (fig.)), in which it was considered that the earlier mark [image: ] is associated with the well-known mark ARMANI and recognised the reputation of the earlier mark [image: ] at least in Spain and Italy for jackets, trousers, suits, jumpers, jeans and underwear.

	Annex 25: an article from the magazine Vogue, dated 09/11/2018, about the history of the opponent’s company and its marks, including the logo [image: ].

	Annex 28: an extract from the website http://www.olimpiamilano.com/it showing the use of the sign [image: ] in different colours on T-shirts of the Olimpia Milano basketball team. Extracts from the newspapers La Repubblica Milano dated 03/01/2016, Milano & Lombardia dated 05/01/2016, La Repubblica Milano dated 13/01/2016, and La Gazzetta dello Sport dated 24/11/2016. These newspapers show pictures of basketball players wearing uniforms with, inter alia, the signs [image: ] and [image: ].


[bookmark: chk-paragraph-10-3-2-4_nodeId--116280165]Assessment of the evidence

It is clear from the evidence that the earlier trade mark [image: ], either alone or in conjunction with other signs of the opponent such as ‘EMPORIO ARMANI’ or the letters ‘EA’, has been subject to long-standing and intensive use and is generally known in the relevant market, especially in Italy (but also in other Member States such as Spain and France), where it enjoys a consolidated position among the leading brands. This has been attested by diverse independent sources such as the brand awareness & logo-brand linkage report. This survey shows that a high percentage of the Italian public associates the eagle device with the opponent in relation to clothing, shoes, bags, glasses and jewellery in the luxury market. This awareness and brand recognition indicates years of advertising and marketing efforts. Although the figures in the annual reports refer to the opponent’s company and not only to the European Union, there are numerous other pieces of evidence showing that the earlier mark [image: ] is regularly and consistently used as a sign of the opponent, as can be seen in the numerous advertisements, catalogues and sponsor activities.

On the basis of the above the Opposition Division concludes that the earlier trade mark has a high degree of reputation at least in Italy, as clarified by the Court, for an earlier European Union trade mark, reputation throughout the territory of a single Member State may suffice (06/10/2009, C‑301/07, Pago, EU:C:2009:611, § 29-30), and at least for coats; jackets; trousers; skirts; suits; jumpers; T-shirts; sweaters; shoes. Since the reputation proven for these goods is enough to upheld the opposition, as will be seen below, there is no need to enter into the assessment of whether reputation is proved for the entire list of the opponent’s goods.


[bookmark: chk-paragraph-10-3-3_nodeId-1498025451]b)	The signs

	[bookmark: chk-paragraph-10-3-3-2_nodeId-602728432][image: ]

	[image: ]
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[bookmark: chk-paragraph-10-3-3-2-2_nodeId--1857006]
The relevant territory is the European Union.

The global appreciation of the visual, aural or conceptual similarity of the marks in question must be based on the overall impression given by the marks, bearing in mind, in particular, their distinctive and dominant components (11/11/1997, C‑251/95, Sabèl, EU:C:1997:528, § 23).
[bookmark: chk-paragraph-10-3-3-2-2-1_nodeId-206095]
The unitary character of the European Union trade mark means that an earlier European Union trade mark can be relied on in opposition proceedings against any application for registration of a European Union trade mark that would adversely affect the protection of the first mark, even if only in relation to the perception of consumers in part of the European Union (18/09/2008, C‑514/06 P, Armafoam, EU:C:2008:511, § 57). Therefore, a risk of injury, for only part of the relevant public of the European Union is sufficient to reject the contested application. Since reputation has been demonstrated mainly in Italy, the analysis below focuses on the Italian public.

The earlier mark, purely figurative, depicts a stylised eagle with outstretched wings depicted by horizontal lines in a ‘V’ shape. Since this element has no relation to the relevant goods, it is distinctive.

The figurative element of the contested sign also depicts a stylised eagle with outstretched wings composed by three broken lines in black and white in a ‘V’ shape. Given that this element has no relation to the relevant goods, it is distinctive.

The contested sign’s verbal element ‘WHITE’ is an English word that refers, inter alia, to the colour white. This meaning will be perceived by the public under analysis, since it is a basic English word that will be understood by the relevant public (information extracted from Garzanti Linguistica Italian dictionary on 06/03/2023 at https://www.garzantilinguistica.it/ricerca/?q=white%20power and from Treccani Italian dictionary on 06/03/2023 at https://www.treccani.it/vocabolario/ricerca/white/). Since it refers to a characteristic of the relevant goods (i.e. that the goods are white), it is a weak element.

The contested sign’s verbal element ‘EAGLE’ is an English word that refers to ‘any of various birds of prey of the genera Aquila, Harpia, etc, having large broad wings and strong soaring flight’ (information extracted from Collins English Dictionary on 02/03/2023 at https://www.collinsdictionary.com/dictionary/english/eagle). Although it is not part of basic English vocabulary, its meaning will be understood, at least by a part of the relevant public, due to the connection with the figurative element of an eagle depicted above. Since this meaning is not related to the relevant goods, regardless of whether this element is meaningful or not, it is distinctive.

The contested sign’s verbal element ‘GOLF’ will be understood as a kind of sport. Therefore, this element is, at best, weak since it indicates that the relevant goods are intended for playing this sport (https://www.treccani.it/enciclopedia/golf/).

The contested sign has no element that could be considered clearly more dominant than other elements.
[bookmark: chk-paragraph-10-3-3-2-2-4_nodeId-210772]
Visually, the signs coincide in the depiction of an eagle with its outstretched wings depicted by black and white lines in a ‘V’ shape. The signs differ in some features of these devices, namely that the earlier mark is depicted in several horizontal black and white lines while the eagle’s wings of the contested sign are depicted by three black and white broken lines, and that the eagle looks to the right in the earlier mark and to the left in the contested sign. They also differ in the contested sign’s additional verbal elements, ‘WHITE EAGLE’, with ‘WHITE’ being weak, ‘EAGLE’ distinctive to a normal degree and ‘GOLF’ at best weak.

Therefore, the signs are visually similar to a below-average degree.

[bookmark: chk-paragraph-10-3-3-2-2-5_nodeId-899682]Purely figurative signs are not subject to a phonetic assessment. As one of the signs is purely figurative, it is not possible to compare them aurally.

[bookmark: chk-paragraph-10-3-3-2-2-6_nodeId-505215]Conceptually, reference is made to the previous assertions concerning the semantic content conveyed by the marks. Since the signs coincide in the depiction of a stylised eagle, the signs will be associated with a similar meaning, which will be reinforced for the part of the public that understands the verbal element ‘EAGLE’ of the contested sign. Although the contested sign also includes other meanings, these conceptual differences are of very limited relevance in the overall comparison of the signs, as they stem from at best weak meanings. Therefore, the signs are conceptually similar to a high degree.

[bookmark: chk-paragraph-10-3-3-2-2-7-1_nodeId-2267]Taking into account that the signs have been found similar in at least one aspect of the comparison, the examination of the existence of a risk of injury will proceed.


[bookmark: chk-paragraph-10-3-4_nodeId--1578015828]c)	The ‘link’ between the signs

As seen above, the earlier mark is reputed, and the signs are similar to a certain extent. In order to establish the existence of a risk of injury, it is necessary to demonstrate that, given all the relevant factors, the relevant public will establish a link (or association) between the signs. The necessity of such a ‘link’ between the conflicting marks in consumers’ minds is not explicitly mentioned in Article 8(5) EUTMR but has been confirmed by several judgments (23/10/2003, C‑408/01, Adidas, EU:C:2003:582, § 29, 31; 27/11/2008, C‑252/07, Intel, EU:C:2008:655, § 66). It is not an additional requirement but merely reflects the need to determine whether the association that the public might establish between the signs is such that either detriment or unfair advantage is likely to occur after all of the factors that are relevant to the particular case have been assessed.

Possible relevant factors for the examination of a ‘link’ include (27/11/2008, C‑252/07, Intel, EU:C:2008:655, § 42):

	the degree of similarity between the signs;

	the nature of the goods and services, including the degree of similarity or dissimilarity between those goods or services, and the relevant public;

	the strength of the earlier mark’s reputation;

	the degree of the earlier mark’s distinctive character, whether inherent or acquired through use;

	the existence of likelihood of confusion on the part of the public.

This list is not exhaustive and other criteria may be relevant depending on the particular circumstances. Moreover, the existence of a ‘link’ may be established on the basis of only some of these criteria.

The signs are visually similar to a below-average degree and conceptually similar to a high degree, while they cannot be compared aurally. The earlier mark is inherently distinctive.

Moreover, the earlier mark enjoys a high degree of reputation at least for coats; jackets; trousers; skirts; suits; jumpers; T-shirts; sweaters; shoes.

In the present case, the contested shoes and clothing are identical to some of the goods for which the opponent has proved reputation, either because they are identically included or because the contested goods include the opponent’s coats; jackets; trousers; skirts; suits; jumpers; T-shirts; sweaters, as a broader category.

The contested hats are similar to the opponent’s reputed goods as they have the same purpose and usually coincide in producer, relevant public and distribution channels.

As regards the contested parts of clothing, footwear and headgear, are generally target the professional public, such as dressmakers or shoemakers. The opponent’s reputed goods, namely coats; jackets; trousers; skirts; suits; jumpers; T-shirts; sweaters; shoes target the public at large. However, despite the difference in the target public, the goods in question belong to the same, or closely related, market sector and, therefore, the earlier mark, due to its reputation and long standing use, will be known not only by the general public, but also by professionals and competitors operating in this sector. It follows that an association with the earlier reputed mark remains possible, particularly taking into account the overall similarity between the signs and the high degree of distinctiveness of the earlier mark due to its reputation.

[bookmark: chk-paragraph-10-3-4-3_nodeId--678526291]Therefore, taking into account and weighing up all the relevant factors of the present case, it must be concluded that, when encountering the contested mark, relevant consumers in Italy will be likely to associate it with the earlier sign, that is to say, establish a mental ‘link’ between the signs. However, although a ‘link’ between the signs is a necessary condition for further assessing whether detriment or unfair advantage are likely, the existence of such a link is not sufficient, in itself, for a finding that there may be one of the forms of damage referred to in Article 8(5) EUTMR (26/09/2012, T‑301/09, Citigate, EU:T:2012:473, § 96).


[bookmark: chk-paragraph-10-3-5_nodeId--805826934]d)	Risk of injury

Use of the contested mark will fall under Article 8(5) EUTMR when any of the following situations arise:

	it takes unfair advantage of the distinctive character or the repute of the earlier mark;

	it is detrimental to the repute of the earlier mark;

	it is detrimental to the distinctive character of the earlier mark.

Although detriment or unfair advantage may be only potential in opposition proceedings, a mere possibility is not sufficient for Article 8(5) EUTMR to be applicable. While the proprietor of the earlier mark is not required to demonstrate actual and present harm to its mark, it must ‘adduce prima facie evidence of a future risk, which is not hypothetical, of unfair advantage or detriment’ (06/07/2012, T‑60/10, Royal Shakespeare, EU:T:2012:348, § 53).

It follows that the opponent must establish that detriment or unfair advantage is probable, in the sense that it is foreseeable in the ordinary course of events. For that purpose, the opponent should file evidence, or at least put forward a coherent line of argument demonstrating what the detriment or unfair advantage would consist of and how it would occur, that could lead to the prima facie conclusion that such an event is indeed likely in the ordinary course of events.

[bookmark: chk-paragraph-10-3-5-2_nodeId-1339508818]The opponent claims the following:

Use of the trade mark applied for would result in an undue advantage for the applicant, who would benefit from the positive image and immediate recognition of the earlier trade mark by the same consumers. A further consequence would be that use of this mark would cause dilution of the well-known earlier mark. Moreover, this use would also reduce the reputation and image of the original products of the opponent, causing detriment to their image as high-quality and luxury goods.

In other words, the opponent claims that use of the contested trade mark would take unfair advantage of the distinctive character or the repute of the earlier trade mark and be detrimental to the distinctive character and repute of the earlier trade mark.


[bookmark: chk-paragraph-10-3-5-3_nodeId-1212208175]Unfair advantage (free-riding)

Unfair advantage in the context of Article 8(5) EUTMR covers cases where there is clear exploitation and ‘free-riding on the coat-tails’ of a famous mark or an attempt to trade upon its reputation. In other words, there is a risk that the image of the mark with a reputation or the characteristics which it projects are transferred to the goods and services covered by the contested trade mark, with the result that the marketing of those goods and services is made easier by their association with the earlier mark with a reputation (06/07/2012, T‑60/10, Royal Shakespeare, EU:T:2012:348, § 48; 22/03/2007, T‑215/03, Vips, EU:T:2007:93, § 40).

The proprietor of the earlier mark bases its claim on the following.

	It is highly probably that use of the applicant’s trade mark would result in undue appropriation of the attractiveness and advertising value of the earlier mark. This would create a situation of commercial free-riding, in which the applicant would take advantage, free of charge, of the investments made by the opponent to promote and strengthen the goodwill of its trade mark.

	The undue advantage is obtained by the applicant by registering the disputed trade mark implying the possibility of using, to its advantage, the strong distinctive character of the earlier trade mark acquired through its successful use on the market and the huge investments made in advertising.

The Opposition Division accepts the opponent’s arguments regarding the risk of unfair advantage as being serious and not merely hypothetical.

As can be inferred from the evidence submitted by the opponent, the earlier mark has been subject to long-standing and intensive use and is highly recognised as the logo of the opponent’s goods on the relevant market, where it enjoys a more than consolidated position in the luxury’s goods market, as shown in the Global Powers reports of luxury goods issued by Deloitte in Annexes 8 to 10. As already established above, the relevant public will make an association between the opponent’s mark, which enjoys reputation at least for coats; jackets; trousers; skirts; suits; jumpers; T-shirts; sweaters; shoes in Class 25, and the contested sign in relation to the abovementioned contested goods. The fact that all the relevant goods belong to the same or closely linked market sectors allows the qualities of the opponent’s reputed goods to be attributed to those of the contested goods.

This association between the marks will enable the transfer of the attractiveness of the earlier mark to the contested sign. The ‘good’ and ‘special’ reputation of the earlier trade mark could positively influence consumers’ choice as regards the goods of other providers. The use of the contested sign in relation to the goods, which are linked to the opponent’s reputed goods, can lead to a situation where consumers prefer the applicant’s goods to those of other competitors in the market, precisely because of the association with the earlier mark. Therefore, the Opposition Division considers that the special image, power of attraction and advertising value of the opponent’s sign can be misappropriated. This may stimulate interest in the applicant’s goods in Class 25 to an extent that may be disproportionately high in comparison to the size of their own promotional investment and, consequently, lead to the unacceptable situation where the applicant is allowed to ‘free-ride’ on the opponent’s investment in promoting and building-up the value of its trade mark.

On the basis of the above, the Opposition Division concludes that, in view of the relevant public’s exposure to the opponent’s earlier mark in relation to the goods for which a reputation has been found, and insofar as the existence of a ‘link’ with the contested goods has been established, there exists a probability that the use without due cause of the contested sign in relation to the goods in Class 25 may acquire some unearned benefit and lead to free-riding, that is to say, it is likely to take unfair advantage of the distinctive character or the repute of the earlier trade mark.


[bookmark: chk-paragraph-10-3-5-6_nodeId--185568808]Other types of injury

[bookmark: chk-paragraph-10-3-5-6-1_nodeId--8644431]The opponent also argues that use of the contested trade mark would be detrimental to the distinctive character and repute of the earlier trade mark.

As seen above, the existence of a risk of injury is an essential condition for Article 8(5) EUTMR to apply. The risk of injury may be of three different types. For an opposition to be well founded in this respect it is sufficient if only one of these types is found to exist. In the present case, as seen above, the Opposition Division has already concluded that the contested trade mark would take unfair advantage of the distinctive character or repute of the earlier trade mark. It follows that there is no need to examine whether other types also apply.


[bookmark: chk-paragraph-10-3-7_nodeId-304569702]f)	Conclusion

[bookmark: chk-paragraph-10-3-7-1_nodeId-690560875]Considering all the above, the opposition is well founded under Article 8(5) EUTMR for Italy. As stated above in section c) of this decision, a risk of injury for only part of the relevant public of the European Union is sufficient to reject the contested application. Therefore, the contested trade mark must be rejected for all the contested goods.

Given that the opposition is entirely successful under Article 8(5) EUTMR, it is not necessary to examine the remaining ground on which the opposition was based, nor to assess the opponent’s claim of reputation in relation to the remaining goods and the remaining territories of the European Union.
[bookmark: chk-paragraph-14_nodeId-1960858865]

[bookmark: chk-paragraph-14-1_nodeId--474726698]COSTS

According to Article 109(1) EUTMR, the losing party in opposition proceedings must bear the fees and costs incurred by the other party.

Since the applicant is the losing party, she must bear the opposition fee as well as the costs incurred by the opponent in the course of these proceedings.

[bookmark: chk-paragraph-14-1-1_nodeId--1175928364]According to Article 109(1) and (7) EUTMR and Article 18(1)(c)(i) EUTMIR, the costs to be paid to the opponent are the opposition fee and the costs of representation, which are to be fixed on the basis of the maximum rate set therein.


[bookmark: rId8][bookmark: chk-paragraph-15_nodeId--1301144368][image: ]


The Opposition Division


	[bookmark: docx4j_tbl_0]Valeria ANCHINI
	Victoria DAFAUCE MENÉNDEZ
	Alina LARA SOLAR




According to Article 67 EUTMR, any party adversely affected by this decision has a right to appeal against this decision. According to Article 68 EUTMR, notice of appeal must be filed in writing at the Office within two months of the date of notification of this decision. It must be filed in the language of the proceedings in which the decision subject to appeal was taken. Furthermore, a written statement of the grounds for appeal must be filed within four months of the same date. The notice of appeal will be deemed to have been filed only when the appeal fee of EUR 720 has been paid.
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